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The finality of the last office action is withdrawn in view of the new art rejections below. 
In view of this, this action is non final. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claims 1-1 1 and 23-24 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the proviso "when the powder contains titanium in the 
absence boron and aluminum, the powder further contains silicon in an amount of 0.8 wt%" 
(see table 1, comparison example 5) does not reasonably provide enablement for the proviso as 
defined in the independent claims (i.e. when the powder contains titanium in the absence boron 
and aluminum, the powder further contains silicon in an amount of at least 0.8 wt%". The 
specification does not enable any person skilled in the art to which it pertains, or with which it is 
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most nearly connected, to make and/or use the invention commensurate in scope with these 
claims. 

Although the specification in the table implies a proviso, the only example meeting a 
powder that contains titanium in the absence of boron and aluminum is comparison 5, and in this 
comparison, the amount of silicon is 0.8% (specific value), thus the specification only enables 
the claimed proviso with 0.8 wt% silicon and not at least 0.8 wt%, as claimed. In addition, the 
amount of silicon defined in the tables range from 0.7-1 .4%, thus the amount of "at least 0.8 
wt.%", as claimed, is not enabled by the specification. Such a limited disclosure does not 
support the breadth of the instant claims since "at least" 0.8 wt% encompasses any and 
all values above 0.8 wt.% which is not clearly disclosed in the specification. 

For the purpose of the instant art rejection, the examiner interprets "composed of" 
to mean "consisting essentially of 

Claims 1-8 and 23-24 are rejected under 35 U.S.C. 102(b) as anticipated by Benjamin 

(486). 

Benjamin teaches in the column 10, line 56-column 11, line 8 and column 13, lines 14- 
37, a material (powder) comprises stainless steel powder (can have a 10 micron average particle 
size and a maximum size of 20 microns) based on iron having a chromium content of 4-30% 
(claimed amount), up to 2% aluminum, up to 2% titanium and up to 5% silicon. 

With respect to the abrasive limitation, applicants are claiming a "material" which the 
intended use does not carry any weight to the composition (see In re Thuau 57 USPQ 324 
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(CCPA 1942). Any material possesses a property such that it may be used for a purpose. In 
addition, irrespective of what the material is called, the composition and is the same, thus no 
distinction is seen to exist. The primary reference teaches a stainless steel powder having the 
claimed amount of chromium (powder used according to instant claim 6) and although all of the 
claimed characteristics of specific gravity and hardness are not literally defined, these 
characteristics are inherent because the material is the same (stainless steel with the claimed 
amount of chromium) and the same material is expected to yield the same results (i.e. claimed 
characteristics) in the absence of any evidence showing the contrary. With respect to the size 
values, the reference defines these characteristics. With respect to claims 23-24, applicants use 
process limitation to define the product (claim 24 defines an abrasive manufactured by . . .) and 
as is well known "product-by-process" claims do not patentably distinguish the product even 
though made by a different process. In re Thorpe 227 USPQ 964. In view of this, the material 
of claims 1-8 and 23-24 are anticipated by the reference. With respect to the claimed proviso, 
this does not have to be met. 

Claims 1-8 and 23-24 are rejected under 35 U.S.C. 103(a) as obvious over JP-55-148701 
(cited on 7/10/06 IDS) in view of Achikita et al. 

The JP reference teaches in the abstract, a material (powder) comprises stainless steel 
powder based on iron having a chromium content of 10-25% (claimed amount), 0.05-2% boron 
and less than 1.5% silicon. The powder is used as a blast powder (i.e. blasting material- 
abrasive). 

Achikita et al. teaches in column 4, lines 34-35 that powders generally have the claimed 
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size. 

With respect to the abrasive limitation, the JP reference states that the powder is a blast 
powder and this is an abrasive. In the alternative, applicants are claiming a "material" which the 
intended use does not carry any weight to the composition (see In re Thuau 57 USPQ 324 
(CCPA 1942). Any material possesses a property such that it may be used for a purpose. In 
addition, irrespective of what the material is called, the composition and is the same, thus no 
distinction is seen to exist. The primary reference teaches a stainless steel powder having the 
claimed amount of chromium (powder used according to instant claims 6-7) and although all of 
the claimed characteristics are not literally defined, these characteristics are expected and 
therefore obvious because the material is the same (stainless steel with the claimed amount of 
chromium) and the same material is expected to yield the same results (i.e. claimed 
characteristics) in the absence of any evidence showing the contrary. With respect to the size, the 
reference defines this as powder and the broad interpretation of a powder encompasses sizes 
within the claimed range because the claimed sizes are known powder sizes, as shown by the 
secondary reference. With respect to claims 23-24, applicants use process limitation to define 
the product (claim 24 defines an abrasive manufactured by. . .) and as is well known "product- 
by-process" claims do not patentably distinguish the product even though made by a different 
process. In re Thorpe 221 USPQ 964. In view of this, the material of claims 1-8 and 23-24 are 
met. With respect to the claimed proviso, this does not have to be met. 
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Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as obvious over JP-55-148701 (cited on 
7/10/06 IDS) in view of Achikita et al. as applied to claim 1 above and further in view of JP 
2002-256255, JP 2001-009727 and Kydd. 

JP 2001-009727 teaches in sections [0032]-[0034], that surface treating an inorganic 
powder (i.e. abrasive (stainless steel is an inorganic powder and thus an abrasive)) with the 
claimed material in an amount of 0.01-5% improves the performance of the abrasive. 

JP 2002-256255 teaches in sections [0013]-[0015] that surface treating an abrasive 
(stainless steel) with the claimed material in an amount of 0.01-5% improves the performance of 
the abrasive. 

Kydd teaches in column 8, line 66-column 9, line 6 that it is well known to surface treat 
metal particles with stearic acid (claimed substance) in order to prevent agglomeration (reason 
for using this material according to the instant specification on page 1 1, line 12). 

It is the examiners position that it would have been obvious to surface treat the stainless 
steel particles according to JP-55-148701 in view of Achikita et al. in order to optimize the 
performance of the abrasive by providing fluidity and preventing agglomeration, as shown by 
any one of (1) JP 2002-256255, (2) JP 2001-009727 and (3) Kydd. The agglomeration of 
blasting media is unwanted in order to eliminate the possibility of any larger particles being 
introduced during the blasting process which will result in producing much less than optimal 
results (i.e. surface scratching due to the larger particles). In view of this, any known way to 
prevent agglomeration and optimize the abrasive performance is clearly obvious to the skilled 
artisan. 
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Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as obvious over Benjamin (486) in view 
of JP-55-148701 and further in view of JP 2002-256255, JP 2001-009727 and Kydd. 

Benjamin teach the claimed stainless steel powder, as is defined in the first prior art 
rejection. The use of this powder as a blast powder is obvious to the skilled artisan motivated by 
the fact that JP-55-148701 teaches that stainless steel powders are known to be used for this 
purpose. With this being obvious, it is the examiners position that it would have been obvious to 
surface treat the stainless steel particles according to Benjamin in order to optimize the 
performance of the abrasive by providing fluidity and preventing agglomeration, as shown by 
any one of (1) JP 2002-256255, (2) JP 2001-009727 and (3) Kydd. The agglomeration of 
blasting media is unwanted in order to eliminate the possibility of any larger particles being 
introduced during the blasting process which will result in producing much less than optimal 
results (i.e. surface scratching due to the larger particles). In view of this, any known way to 
prevent agglomeration and optimize the abrasive performance is clearly obvious to the skilled 
artisan. 

Applicant's arguments filed 3/7/07 have been fully considered but they are not 
persuasive. 

Applicants arguments about the scope of enablement are acknowledged, however, they 
are not convincing because no where in specification, as originally filed, supports a silica range 
above 0.8 when titanium is present and devoid of boron or aluminum. Applicant admits that the 
upper limit of the silica content defined in the specification is 1.4, thus this admission supports 
the examiners scope of enablement that the specification clearly does not support any and all 
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values commensurate in scope with the claimed limitation of "at least 0.8" (open ended means 
that values well above 0.8 (i.e. 30, etc. are possible). Applicant states that the examiners 
conclusion is devoid of reasoning. The examiner has clearly defined reasoning in that the 
specification does not enable any and all values of silica above 0.8 when titanium is present. 
Applicant also argues that the examiner has ignored the level of ordinary skill. This argument is 
not persuasive because applicants show no evidence that the level of ordinary skill would 
reasonably determine that the scope of the silica content can be any and all vales above 0.8 when 
titanium is present. According to MPEP 2164.08, the scope of enablement must only bear a 
"reasonable correlation" to the scope of the claims and applicants do not show that the claimed 
. limitation of "at least 0.8" is a reasonable correlation, especially since the specification only 
defines limited values for the silica content. In addition, as concerns the breadth of a claim 
relevant to enablement, the only relevant concern should be whether the scope of enablement 
provided to one skilled in the art by the disclosure is commensurate with the scope of 
protection sought by the claims. When a range is claimed, there must be reasonable enablement 
of the scope of the claim. Finally, applicants attention is directed to the section entitled "Range 
limitations" of MPEP 2163.05. 

Applicant in section 13 of the latest declaration states that although the application 
discloses silica contents of 1 .3 and 1 .4, with such a reading, a person skilled in the art would 
have understood that the invention is not limited to abrasive compositions having exactly 0.8 
weight percent silica. This is not persuasive because the specification is a guidance to tool for 
the skilled artisan to determine the metes and bounds of the protection sought and the 
specification only defines that the silica is present at 0.8 when titanium is used. The other 
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contents of silica are defined for compositions devioid of titanium, thus the skilled artisan would 
have appreciated that these higher amounts of silica can only be used for compositions devoid of 
titanium and not for compositions that meet the claimed proviso. 

The examiner respectfully requests applicant to show evidence as to why the open ended 
range of the claimed proviso is of knowledge to the skilled artisan and where clear support can 
be found in the specification as originally filed. 

The arguments against the art rejections are moot in view of the new rejections above. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Marcheschi whose telephone number is (571) 272-1374. 
The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions om/aAcess to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 17-9]^/(toll-free). 
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